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DETAILED ACTION 

Claims 1, 2 and 5-9 are pending in the instant application. Claims 3 and 4 were 
cancelled by way of amendment filed on December 16, 2008. Claims 1 , 2 and 5-9 are 
rejected. 

Priority 

It is noted that a copy of the JP 2003-384566 priority document was obtained 
from the International Bureau of WIPO, thereby fulfilling the requirements of 35 USC § 
119(b). 

Information Disclosure Statement 

The information disclosure statement filed on December 16, 2008 was 
considered and a signed copy of form 1449 is submitted herewith. It is noted that the JP 
1 1-217356A document has been fully considered. 

Response to Amendment and Remarks 

The amendment and remarks filed on December 16, 2008 were fully considered 
and entered into the application. In regards to the 35 U.S.C. 103(a) rejection of claims 
1-3 and 5-9, Applicant argues that the cited art fails to provide any reason or rationale 
that would allow one of ordinary skill in the art to arrive at the instant invention as 
claimed. In view of the amendment and this argument, which has been persuasive, the 
the 35 U.S.C. 103(a) rejection has been withdrawn. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1 , 2, 5, 6, and 7 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over WO 03/024958 (Reddy et al.). 

Determining the scope and contents of the prior art 

Reddy et al. discloses the preparation of 1 ,1 ,1-Trifluoro-4-(4-methylphenyl)-3- 
buten-2-one (page 13) through the reaction of toluene and 4-ethoxy- 1,1,1- 
trifluoro-3-buten-2-one in dichloromethane in the presence of zinc chloride. 

Ascertaining the differences between the prior art and the claims at issue 

The reaction conditions (i.e. the type of acid used in the reaction and the solvent 
in which the reaction is carried out) of the reaction disclosed in Reddy et al. are 
different than the reaction conditions of the instant claims. 

Establishing a prima facie case of obviousness 

It is common practice for a person skilled in the art to carry out a synthesis using 
different reaction conditions in an attempt to optimize the synthesis. Further, the 
courts have stated that changes in process conditions of an old process does not 
impart patentability in the absence of unexpected results. In re Boesch, 205 
USPQ 21 5 (1 980). In re Aller et al. (CCPA 1 955) 220 F2d 454. In re Dunn, 1 46 
USPQ 479 (i.e. use of a conventional solvent in an otherwise known process is 
not a patentable modification). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to carry out the reaction disclosed in Reddy et al. using 
different acids and solvents and to arrive at the reaction of the instant claims. 
One of ordinary skill would have reasonable expectation of success in practicing 
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the instantly claimed process. The motivation would have been to find the optimal 
conditions for the synthesis of 1,1,1 -Trifluoro-4-(4-methylphenyl)-3-buten-2-one, 
which is used as an intermediate for the preparation of compounds of formula (I) 
which are particularly useful in the treatment of inflammation and inflammation- 
related disorders (page 1, lines 5-9). 

Thus, a prima facie case of obviousness has been established. 

Claims 1, 2, 5, 6, 8, and 9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sanin et al. (Russian Journal of Organic Chemistry Vol. 35 No. 5 
1999). 

Determining the scope and contents of the prior art 

Sanin et al. discloses the following reaction 




mtm 

wherein R1 is methyl and X is H for Ilia and R1 is phenyl and X is H for IVa (page 
712). The reaction is carried out in the presence of ZnCI2 and in methylene 
chloride (page 712, Trifluoromethyl-containing enones lll-VI (general procedure)). 

Ascertaining the differences between the prior art and the claims at issue 

The reaction conditions (i.e. the type of acid used in the reaction and the solvent 
in which the reaction is carried out) of the reaction disclosed in Sanin et al. are 
different than the reaction conditions of the instant claims. 

Establishing a prima facie case of obviousness 

It is common practice for a person skilled in the art to carry out a synthesis using 
different reaction conditions in an attempt to optimize the synthesis. Further, the 
courts have stated that changes in process conditions of an old process does not 
impart patentability in the absence of unexpected results. In re Boesch, 205 
USPQ 215 (1980). In re Aller et al. (CCPA 1955) 220 F2d 454. In re Dunn, 146 
USPQ 479 (i.e. use of a conventional solvent in an otherwise known process is 
not a patentable modification). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to carry out the reaction disclosed in Sanin et al. using 
different acids and solvents and to arrive at the reaction of the instant claims. 
One of ordinary skill would have reasonable expectation of success in practicing 
the instantly claimed process. The motivation would have been to find the optimal 
conditions for the synthesis of trifluoromethyl-containing enones since various 
heterocyclic compounds containing a CF3 group became the subject of 
numerous studies due to their high biological activity and trifluoromethyl a,B- 
unsaturated ketones are promising starting compounds for the synthesis of 
various carbo- and heterocycles and their derivatives containing a trifluoromethyl 
group (page 71 1 , 1 st paragraph). 

Thus, a prima facie case of obviousness has been established. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KRISTIN BIANCHI whose telephone number is 
(571)270-5232. The examiner can normally be reached on Mon-Fri 7am-3:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on 571-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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